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§42.205

such a motion does not change the fil-
ing date of the petition.

§42.205 Service of petition.

In addition to the requirements of
§42.6, the petitioner must serve the pe-
tition and exhibits relied upon in the
petition as follows:

(a) The petition and supporting evi-
dence must be served on the patent
owner at the correspondence address of
record for the subject patent. The peti-
tioner may additionally serve the peti-
tion and supporting evidence on the
patent owner at any other address
known to the petitioner as likely to ef-
fect service.

(b) Upon agreement of the parties,
service may be made electronically.
Service may be by EXPRESS MAIL® or
by means at least as fast and reliable
as EXPRESS MAIL®. Personal service
is not required.

§42.206 Filing date.

(a) Complete petition. A petition to in-
stitute a post-grant review will not be
accorded a filing date until the peti-
tion satisfies all of the following re-
quirements:

(1) Complies with §42.204 or §42.304, as
the case may be,

(2) Effects service of the petition on
the correspondence address of record as
provided in §42.205(a); and

(3) Is accompanied by the filing fee in
§42.15(Db).

(b) Incomplete petition. Where a party
files an incomplete petition, no filing
date will be accorded and the Office
will dismiss the request if the defi-
ciency in the petition is not corrected
within the earlier of either one month
from the notice of an incomplete peti-
tion, or the expiration of the statutory
deadline in which to file a petition for
post-grant review.

§42.207 Preliminary response to peti-
tion.

(a) The patent owner may file a pre-
liminary response to the petition. The
response is limited to setting forth the
reasons why no post-grant review
should be instituted under 35 U.S.C.
324. The response can include evidence
except as provided in paragraph (c) of
this section. The preliminary response
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is subject to the page limits under
§42.24.

(b) Due date. The preliminary re-
sponse must be filed no later than
three months after the date of a notice
indicating that the request to institute
a post-grant review has been granted a
filing date. A patent owner may expe-
dite the proceeding by filing an elec-
tion to waive the patent owner prelimi-
nary response.

(¢c) No new testimonial evidence. The
preliminary response shall not present
new testimony evidence beyond that
already of record, except as authorized
by the Board.

(d) No amendment. The preliminary
response shall not include any amend-
ment.

(e) Disclaim Patent Claims. The patent
owner may file a statutory disclaimer
under 35 U.S.C. 253(a) in compliance
with §1.321(a), disclaiming one or more
claims in the patent. No post-grant re-
view will be instituted based on dis-
claimed claims.

INSTITUTING POST-GRANT REVIEW

§42.208 Institution of post-grant re-
view.

(a) When instituting post-grant re-
view, the Board may authorize the re-
view to proceed on all or some of the
challenged claims and on all or some of
the grounds of unpatentability asserted
for each claim.

(b) At any time prior to institution
of post-grant review, the Board may
deny some or all grounds for
unpatentability for some or all of the
challenged claims. Denial of a ground
is a Board decision not to institute
post-grant review on that ground.

(c) Sufficient grounds. Post-grant re-
view shall not be instituted for a
ground of unpatentability, unless the
Board decides that the petition sup-
porting the ground would, if
unrebutted, demonstrate that it is
more likely than not that at least one
of the claims challenged in the petition
is unpatentable. The Board’s decision
will take into account a patent owner
preliminary response where such a re-
sponse is filed.

(d) Additional grounds. Sufficient
grounds under §42.208(c) may be a
showing that the petition raises a
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